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Art Unit: 1624 

DETAILED ACTION 

Status of Claims 

Claims 1-7 are pending from the previous application, wherein claims 1-4 and 6-7 
have been amended. Claims 8-17 are new claims. 

Status of Claim Objections 

Applicant's amendment of claims 3 and 4, see Remarks, filed 8/28/2008, with 
respect to the objection set forth in the Non-Final Office Action mailed 6/5/2008, has 
been fully considered and the objection has been withdrawn. 

Status of Rejections 
35 USC § 112 (2 nd Paragraph) 
Applicant's amendment of claims 1-7, see Remarks, filed 8/28/2008, with respect 
to the Non-Final Office Action mailed 6/5/2008 has been fully considered and the 
rejection under 112 2 nd Paragraph has been withdrawn. 

35 USC § 103 

Applicant's arguments and amendment of claims 1-7, see Remarks, filed 
8/28/2008, with respect to the Non-Final Office Action mailed 8/28/2008 have been fully 
considered and the rejection under USC 103 has been withdrawn. 
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New Objections and Rejections 

Claim Objections 

Claim 1 is objected to because of the following: 

The term "heterycyclic" is spelled incorrectly. The correct spelling is "heterocyclic". 
Please correct. 

Claim 10 is objected to because of the following: 

The phrase "wherein the converting is conducted..". A more appropriate phrase would 
be "wherein the process is carried out at". 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-8 and 11-17 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Brach et al. (J. Heterocyclic Chem.) in view of Tamura et a/. (EP 0663427- 
mentioned in IDS) and Paidi et al. (JP 2003040892 A). 



Application/Control Number: 10/584,631 Page 4 

Art Unit: 1624 

Instant claims 1-8 and 11-17 recite a process for preparing metal-free 
phthalocyanines of formula I that employ an alkali metal hydroxide. 

Brach et a/, discloses a process for preparing metal-free phthalocyanines. 
Furthermore, Brach et al. teach that these metal-free phthalocyanines can be prepared 
by heating a phthalonitrile and ammonia in an inert organic solvent (see pg 1404, first 
paragraph). Representative phthalonitriles used in this process were unsubstituted and 
substituted. However, Brach et al. does not teach this process using an alkali metal 
carbonate, alkali metal hydroxide, or combinations thereof. Additionally, 5 or 6 
membered saturated heterocycles attached to the phthalocyanine ring are not 
specifically disclosed in this document. 

Tamura et al. teach that high purity metal-free phthalocyanines can be obtained 
using a similar described process to that of Brach et al. More specifically, the document 
states that partially hydrogenated alkali metal phthalocyanines are obtained by taking a 
phthalonitrile and heating it in an inert organic solvent in the presence of amines such 
as ammonia and an alkali metal source such as sodium or potassium hydroxide. The 
document also mentions that the alkali metal source may be used either alone or in 
appropriate mixtures (see page 7, lines 13-35). Subsequently, the phthalocyanines are 
contacted with a hydrogen-substituting agent such as methanol to give the metal-free 
compound (see page 8, lines 4-7). 

Paidi et al. teach ruthenium phthalocyanines. Furthermore, Paidi et al. teach 
ruthenium phthalocyanines that contain 6-membered heterocycles (see below and page 
6, equation 4), their preparation, and derivatives. 
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In summary, applicant is simply taking a component (the alkali metal hydroxide) 
from a well described synthetic process for metal-free phthalocyanines and applying it 
to the Brach procedure. 

Therefore, it would be obvious for one of ordinary skill in the art at the time the invention 
was made to modify the process described by Brach et a/, (while keeping the ammonia 
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constant, using similar solvents and temperatures), and add an alkali metal hydroxide or 
combinations thereof, to the reaction mixture and have a reasonable expectation of 
success in obtaining metal free phthalocyanines. The above synthetic process by Brach 
et a/, was mentioned to be amenable to both unsubstituted and substituted 
phthalonitriles, however the inventors were not motivated at the time to synthesize 
compounds containing 5 or 6 membered saturated heterocycles. Applicant mentioned 
that the process of Brach was employed with large bulk substituents and only gave a 
yield of 37%. However, applicant only provides a crude yield of 70% in the specification 
after employing the claimed procedure (see page 6, lines 21-22). Applicant provides no 
information on the purified yield after recrystallization. Therefore, a statement that the 
claimed process is superior to the Brach process can not be reasonably justified. 

In addition, the unique feature claimed by applicant (wherein a 5 or 6 membered 
saturated heterocycle is attached to the phthalocyanine ring) is not necessarily novel as 
evidenced by JP 2003040892 A. 

Claims 9 and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Brach et al. (J. Heterocyclic Chem.) in view of Tamura et al. (EP 0663427-mentioned in 
IDS) and Paidi etaL (JP 2003040892 A) and Rintelman (U.S. Patent 2485168). 

Brach, Tamura, and Paidi teach what was mentioned previously. 
Rintelman discloses a process for preparing metal-free phthalocyanines. Rintelman 
furthermore teaches that metal-free phthalocyanines can be prepared in a similar 
manner as above with unsubstituted and substituted phthalonitriles; but with the addition 
of potassium carbonate, (see col. 2, lines 35-37). 
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The process described by Brach is analogous to the one described by Rintelman. 
Both processes employ similar starting materials (phthalonitriles), an inert solvent, and 
amine bases to give similar products. Rintelman describes an improvement to his 
process by the addition of the alkali metal carbonate and a small amount of ethylene 
glycol. Therefore, it can be assumed that alkali metal carbonates and alkali metal 
hydroxides can be considered equivalents in this process. Thus, based on the teaching 
by Tamura, one of ordinary skill in the art would have a reasonable expectation of 
success in adding either one or both the reagents in combination (alkali metal 
hydroxides and their carbonates) to a similar process such as the one described by 
Brach in obtaining the phthalocyanine. 

Thus applicant's claims are obvious and therefore rejected under 35 U.S.C. 103. 

Conclusion 

No claims are allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to BRIAN MCDOWELL whose telephone number is 
(571)270-5755. The examiner can normally be reached on Monday-Thursday 8:30- 
5:00. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mr. James O. Wilson can be reached on 571-272-0661. The fax phone 
number for the organization where this a Information regarding the status of an 
application may be obtained from the Patent Application Information Retrieval (PAIR) 
system. Status information for published applications may be obtained from either 
Private PAIR or Public PAIR. Status information for unpublished applications is 
available through Private PAIR only. For more information about the PAIR system, see 
http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you 
would like assistance from a USPTO Customer Service Representative or access to the 
automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272- 
1000. 

/James O. Wilson/ 

Supervisory Patent Examiner, Art Unit 1624 
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